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DETAILED ACTION 

1 . This action is in response to amendments received 1/16/2008. Claims 1-29, 31- 
40, and 42-70 are pending in the application, with claims 1, 5, 9, 15, 21, 25, 29, 31-38, 
42-45, 48-50, 63, and 67 currently amended, and claims 30 and 41 now cancelled. 

Oath/Declaration 

2. The declaration is defective. A new declaration in compliance with 37 

CFR 1.67(a) identifying this application by application number and filing date is required. 
See MPEP §§ 602.01 and 602.02. The declaration is defective because it attempts to 
claim foreign priority under 35 USC §1 19(a)-(d) to United States patent applications 
(10/288750 and 09/686409). The declaration should instead claim the benefit of 
domestic priority under 35 USC §120 to these US applications. 

Terminal Disclaimer 

3. The terminal disclaimers filed on 1/16/2008 disclaiming the terminal portion of 
any patent granted on this application which would extend beyond the expiration date of 
U.S. Patents 6,808,545, 6,494,785, 6,786,820, and 6,971,953 have been reviewed and 
is accepted. The terminal disclaimer has been recorded. As such, the previous 
obviousness-type double patenting rejections are hereby withdrawn. 

Claim Objections 

4. Claim 63 is objected to because of the following informalities: the claim recites in 
part (d), "until the symbol is moved to a locations". Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-29, 31-40, 42-52, 55-56, 59-60, 63-64, and 67-68 are rejected under 35 
U.S.C. 102(e) as being anticipated by U.S. 6,767,283 to Weiss (hereinafter Weiss). 
This rejection was made in a previous Official Action and is maintained and 
incorporated herein. 

Regarding claims 1-28, 51-52, 55-56, and 59-60 Weiss teaches a gaming device 
and method comprising the following limitations: 

• A primary game operable upon a wager by a player (see at least 3:1 0-67); 

• A plurality of locations, which includes a first location (e.g., "Easy Street" in 
the first bonus), wherein the plurality of said locations form a path (see at 
least figs. 1 and 3-5, and descriptions thereof); 

• A plurality of awards associated with a plurality of said locations along the 
path (see e.g., elements 41 in fig. 4); 

• At least one symbol adapted to make a plurality of moves to a plurality of the 
locations (see e.g., element 35 in fig. 4); 
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• At least one setback condition associated with at least one of the locations 
along the path (see e.g., elements 43 in fig. 4); 

• At least one advance condition associated with at least one of said locations 
along the path (see e.g., elements 41 and 46 in fig. 4); 

• A display device operable to display said symbol and the locations (e.g., 
element 2 in figs. 2-5); 

• A processor operable with the display device to control the gaming device 
(e.g., processor "P" in 3:31-33); 

• Repeating the steps of (a) causing the symbol to move to at least one location 
along the path toward the first location and (b) relocating the symbol to one of 
the locations along the path further from the first location if the symbol moves 
to the location associated with the setback condition, until the symbol moves 
to the first location (e.g., (1 ) repeatedly playing the bonus game, each time 
ultimately having a "Go Home" outcome, until the last play results in achieving 
an "Easy Street" game, and subsequently cashing out, or (2) playing the 
bonus game one or more times, each time having one or more moves, 
wherein the symbol never lands on a "Go Home" and ultimately ends on 
"Easy Street", and subsequently cashing out; see fig. 1 and descriptions 
thereof); 

• Repeating the steps of (a) causing the symbol to move to at least one location 
along the path toward the first location, (b) providing a player any award 
associated with the location of the symbol, and (c) relocating the symbol to 
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one of the locations along the path further from the first location of the symbol 
moves to the location associated with the setback condition, until the symbol 
moves to the first location (e.g., (1) repeatedly playing the bonus game, each 
time ultimately having a "Go Home" outcome, until the last play results in 
achieving an "Easy Street" game, and subsequently cashing out, or (2) 
playing the bonus game one or more times, each time having one or more 
moves, wherein the symbol never lands on a "Go Home" and ultimately ends 
on "Easy Street", and subsequently cashing out; see fig. 1 and descriptions 
thereof); 

• A processor operable to provide the player at least one award based on the 
number of different locations the symbol is moved to (see at least 4:1-28); 

• A triggering event associated with said game (see at least 3:59-67), wherein 
after the occurrence of said triggering event: (a) the symbol is moved to at 
least one location along the path toward the first location (see at least 4:1-28), 
(b) the symbol is relocated to one of the locations along the path further from 
the first location if the symbol moves to the location associated with the 
setback condition (see at least 4:16-19), repeating steps (a) to (b) until the 
symbol movement terminates when the symbol is moved to the first location 
(e.g., (1) repeatedly playing the bonus game, each time ultimately having a 
"Go Home" outcome, until the last play results in achieving an "Easy Street" 
game, and subsequently cashing out, or (2) playing the bonus game one or 
more times, each time having one or more moves, wherein the symbol never 
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lands on a "Go Home" and ultimately ends on "Easy Street", and 
subsequently cashing out; see fig. 1 and descriptions thereof), and the player 
is provided a total award based on any award associated with any of the 
locations the symbol is moved to and the number of locations the symbol is 
moved to before the symbol moves to the first location (see at least 1 :65-2:14 
and 4:29-58). 

Regarding claims 29, 31-40, 42-50, 63-64, and 67-68, Weiss teaches a gaming 
device comprising the following limitations in addition to those listed above: 

• A primary game operable upon a wager by a player (see at least 3:1 0-67); 

• A first location (see e.g., "Home" location in fig. 4); 

• A second location (see e.g., "Easy Street" in fig. 4); 

• A plurality of locations, wherein a designated plurality of said locations form a 
path between said first location and said second location (see at least figs. 1 
and 3-5, and descriptions thereof); 

• A plurality of awards associated with a plurality of said designated locations 
along the path (see e.g., elements 41 in fig. 4); 

• At least one symbol adapted to make a plurality of moves to a plurality of the 
locations (see e.g., element 35 in fig. 4); 

• At least one setback condition associated with at least one designated 
location along the path (see e.g., elements 43 in fig. 4); 

• At least one advance condition associated with at least one of said 
designated locations along the path (see e.g., elements 41 and 46 in fig. 4); 
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• A display device operable to display said symbol and the locations (see e.g., 
element 2 in figs. 2-5); 

• A processor operable with the display device to control the gaming device 
(e.g., processor "P" in 3:31-33); 

• Repeating the steps of (a) causing the symbol to move to different designated 
locations along the path from the first location toward the second location and 
(b) relocating the symbol to one of the designated locations along the path 
toward the first location and further from the second location if the symbol 
moves to the designated location associated with the setback condition, until 
the symbol moves to one of the locations that is not between the first location 
and the second location (e.g., (1 ) repeatedly playing the bonus game, each 
time ultimately having a "Go Home" outcome, until the last play results in 
achieving an "Easy Street" game, and subsequently cashing out, or (2) 
playing the bonus game one or more times, each time having one or more 
moves, wherein the symbol never lands on a "Go Home" and ultimately ends 
on "Easy Street", and subsequently cashing out; see fig. 1 and descriptions 
thereof); 

• Repeating the steps of (a) causing the symbol to move to different designated 
locations along the path from the first location toward the second location, (b) 
providing the player any award associated with the location of the symbol, (c) 
relocating the symbol to one of the designated locations along the path 
toward the first location and further from the second location if the symbol 



Application/Control Number: 10/660,075 Page 8 

Art Unit: 3714 

moves to the designated location associated with the setback condition, until 
the symbol moves to one of the locations that is not between the first location 
and the second location (e.g., (1) repeatedly playing the bonus game, each 
time ultimately having a "Go Home" outcome, until the last play results in 
achieving an "Easy Street" game, and subsequently cashing out, or (2) 
playing the bonus game one or more times, each time having one or more 
moves, wherein the symbol never lands on a "Go Home" and ultimately ends 
on "Easy Street", and subsequently cashing out; see fig. 1 and descriptions 
thereof); 

• A processor operable to provide the player at least one award based on the 
number of designated locations the symbol is moved to before the symbol 
moves to one of the locations that is not between the first location and the 
second location (see at least 4:1-28); 

• A triggering event associated with said primary game (see at least 3:59-67), 
wherein after the occurrence of said triggering event the symbol is moved 
from the first location to one of the designated locations along the path toward 
the second location (see at least 4:1-28), the symbol is relocated to one of the 
designated locations along the path toward the first location and further from 
the second location if the symbol moves to the designated location associated 
with the setback condition (see at least 4:16-19), the symbol is moved to 
another one of the locations toward the second location and further from the 
first location wherein the movement of the symbol terminates if the symbol is 
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moved to one of the locations that is not between the first location and the 
second location (see at least 1:65-2:14 and 4:29-58), and the player is 
provided an award based on the number of designated locations the symbol 
is moved to before the symbol moves to one of the locations that is not 
between the first location and the second location (see at least 4:1-28) (e.g., 
(1) repeatedly playing the bonus game, each time ultimately having a "Go 
Home" outcome, until the last play results in achieving an "Easy Street" 
game, and subsequently cashing out, or (2) playing the bonus game one or 
more times, each time having one or more moves, wherein the symbol never 
lands on a "Go Home" and ultimately ends on "Easy Street", and 
subsequently cashing out; see fig. 1 and descriptions thereof). 
Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 53-54, 57-58, 61-62, 65-66, and 69-70 are rejected under 35 U.S.C. 
1 03(a) as being unpatentable over Weiss in view of Admitted Prior Art. 

Weiss teaches the invention substantially as described above, but lacks in 
disclosing operating a game method through a data network including the Internet. In a 
previous Official Action, the Examiner took Official Notice that it was notoriously well 
known to those of ordinary skill in the art to operate gaming machines through a data 
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network including the Internet in order to control gaming devices from a remote location. 
Applicant has not adequately challenged the facts for which Official Notice was taken 
and therefore those facts are now considered Admitted Prior Art. See MPEP 2144.03. 
Thus, the above-mentioned claims are obvious in view of the teachings of Weiss. One 
of ordinary skill in the art would have been motivated to modify Weiss in order to allow a 
player to control gaming devices from a remote location. 

Response to Arguments 
9. Applicant's arguments filed 1/1 6/2008 have been fully considered but they are 
not persuasive. 

Applicant argues on page 22 of the Remarks that Weiss fails to teach the 
repetition of certain steps now required by the amended claims (and previously required 
by e.g., claims 51 and 55). These arguments address all claims rejected under §1 02(e). 
The Examiner respectfully disagrees. As described in the grounds of rejection above, 
Weiss meets each of the 'repetition' steps by the following exemplary situations: (1) 
repeatedly playing the bonus game, each time ultimately having a "Go Home" outcome, 
until the last play results in achieving an "Easy Street" game, and subsequently cashing 
out, or (2) playing the bonus game one or more times, each time having one or more 
moves, wherein the symbol never lands on a "Go Home" and ultimately ends on "Easy 
Street", and subsequently cashing out. Each of these examples is described in relation 
to at least figure 1 , and also figure 4. Example (1 ) stems from the fact that the claims 
do not require the repetition of steps to happen within the same game, despite 
Applicant's assumption to the contrary. Example (2) is developed based on the fact that 
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in the claimed invention, landing on a setback location is optional. Such is evident from 
the limitation of relocating the symbol "if the symbol moves to the location associated 
with the setback condition" (see e.g., claim 1). Similar language appears throughout the 
claimed invention. As such, Weiss anticipates the claimed invention as described 
above. 

Furthermore, Applicant argues on page 23 of the Remarks the rejection of claims 
under §103 based upon the same arguments as above. For reasons explained above, 
these arguments are not persuasive and the claimed invention fails to show patentability 
over the prior art. It is noted that Applicant has not adequately challenged the facts for 
which Official Notice was taken and therefore those facts are now considered Admitted 
Prior Art. See MPEP 21 44.03. Finally, Applicant argues that "it would not have been 
obvious to one of ordinary skill in the art to modify Weiss in view of [Admitted Prior Art] 
to result in such a gaming device/method of operating a gaming device without 
reasonably being construed as improper hindsight reconstruction". Applicant provides 
absolutely no evidence or explanation as to why modification of Weiss would be 
improper hindsight and as such the argument is not persuasive. 

In summary, the previous rejection is deemed proper. It is also noted that U.S. 
6,315,660 (cited in a previous action) teaches of gaming machines with a board game 
theme, which includes setback locations on a game board that cause a player symbol to 
"go back" one or more spaces. 
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Citation of Pertinent Prior Art 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure and is listed on the attached Notice of References Cited. 

Conclusion 

1 1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William H. McCulloch whose telephone number is (571) 

272- 2818. The examiner can normally be reached on M-F 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert E. Pezzuto can be reached on (571) 272-6996. The fax phone 
number for the organization where this application or proceeding is assigned is 571 - 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/W. H. M./ 

Examiner, Art Unit 3714 
4/21/2008 

/Robert E Pezzuto/ 

Supervisory Patent Examiner, Art Unit 3714 



